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DETAILED ACTION 
Claim Rejections - 35 USC § 102 or 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2 and 4-5 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Takahashi et al (JP 08217713). 

Takahashi et al disclose a process wherein florenone is reacted with phenol 
using HS(CH 2 ) 2 C0 2 H/HCI as a catalyst. The reaction mixture is then mixed with 
diisopropylbiphenyl, distilled, and recrystallized from MeCN to give 9,9-bis(4- 
hydroxyphenyl) fluorene derivatives with 99.3% purity. If Takahashi et al discloses the 
weight ratios as exemplified in the claims then this is a 102(b) rejection. If Takahashi et 
al does not disclose then this is a 103(a) rejection because merely modifying the 
process conditions such as temperature and concentration is not a patentable 
modification absent a showing of criticality. In re Aller , 220 F.2d 454, 456, 105 USPQ 
233, 235 (CCPA 1955). 

Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1, 3 and 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Takahasi et al in view of Shinagawa et al (JP 09124530). 

Applicant claims a method for producing a fluorene derivative which comprises 
subjecting fluorenone and a phenolic compound to a condensation reaction in 
coexistence with a mercaptocarboxylic acid and a hydrochloric acid to obtain a fluorene 
derivative, adding to the resulting condensation reaction mixture to distribute the object 
compound to the organic layer, and a crystallization solvent is added to the organic 
layer to crystallize the fluorene derivative wherein the phenol compound comprises 2- 
C^ alkylphenol or a 3 Ci^alkylphenol and the fluorene derivative comprises 9,9-bis (Ci. 
4 alkylhydroxyphenyl) fluorene. 

Determination of the scope and content of the primary reference 

(MPEP §2141.01) 
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Takahasi et al is as applied above. 

Ascertainment of the difference between the prior art and the claims 

(MPEP §2141.02) 

Takahashi et al does not teach a process wherein there is an alkyl group on the 
phenol used in the reaction. 

Determination of the scope and content of the secondary reference 

(MPEP §2141 .01) 

Shinagawa et al teaches a similar process as applied above wherein 2-methyl 
phenol is used in the reaction (please see RX (3) of the CAS online STN abstract). 

Finding of prima facie obviousness 
Rational and Motivation (MPEP §2142-2143) 

One having ordinary skill in the art would find it obvious to utilize an alkylated 
phenol compound in order to prepare a fluorene derivative as set forth in the claims 
having noted the reactions exemplified in Takahashi et al and Shinagawa et al. One 
having ordinary skill in the art at the time of the present invention would be motivated to 
do so with a reasonable expectation of success as Takahashi et al and Shinagawa et al 
have done so successfully. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kellette Gale whose telephone number is (571) 272- 
8038. The examiner can normally be reached on M-F (6:30am-3:00pm). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman Page can be reached on (571) 272-0602. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR, 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



*** 



Kellette Gale 
Patent Examiner 
Technology Center 1600 



March 1, 2007 




Samuel Barts, Ph.D. 
Primary Patent Examiner 
Technology Center 1600 



